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1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26'(Rev^'o8-0^^ 



Office Action Summary 



Part of Paper No./Mail Date 20081 126 



Application/Control Number: 10/520,430 
Art Unit: 2419 



Page 2 



Response to Amendment 

1 . The amendment filed on 08-01-2008 lias been entered and considered. 
Claims 20-62 are pending in this application. 

Claims 1-19 have been canceled. 

Claims 39-62 are newly added. 

Claims 20-62 remain rejected as discussed below. 

Claim Objections 

2. Claim 55 objected to because of the following informalities: 

Claim 55 recites "A method" which should be -An apparatus- since it 
depends from apparatus claim 53. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 20-62 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 20, 36, 53 and 62, recites that the application level message 
comprises an indication of conditions to deliver the signaling message which is 
vague and indefinite because the application level message comprises indication 
of conditions to deliver the extract of the application level message which is 
defined by "application signaling" (see figure 3 step 4) and not the signaling 
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message which is defined by "PDP context" (see figure 3 steps 1 and 3). 
Therefore, it is not l<nown the metes and the bounds of the claimed invention. 

In Claims 23 and 55, the term "the application receiver process" has no 
antecedent basis. 

Claims 28, 43, 50 and 59 recites that PDP context is embedded in SIP, 
RSVP or PPP signaling which is vague and indefinite because Figure 3 shows 
that sip is embedded in PDP context and not the opposite (see specification page 
7). Therefore, it is not known the metes and the bounds of the claimed invention. 

Claims 39 and 46 are vague and indefinite because it is known the 
difference between "send the encapsulated application level message" and 
"forwarding the extracted content" which is extracted from the encapsulated 
application level message. Also, it is not known the use of "conditions" in the 
limitation of "forwarding the extracted content..." Therefore, it is not known the 
metes and the bounds of the claimed invention. 

Claim 59 depends on itself. 
4. Claims 20, 36, 53 and 62 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential steps, such omission 
amounting to a gap between the steps. See MPEP § 2172.01 . The omitted 
steps are: receiving the encapsulated application level message by the first 
network (SGSN) that copies the application level message from one message to 
another without being interpreted and transmitting said copied encapsulated 
application level message to a second network node (GGSN) (see specification 
page 7 lines 1 1-33 and Figure 3 step 3). 
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Claim 39 is rejected under 35 U.S.C. 112, second paragrapli, as being 
incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01 . The omitted steps are: receiving an 
encapsulated application level message in a first network (SGSN); copying said 
application level message from one message to another without being 
interpreted and transmitting said copied encapsulated application level message 
to a second network node (GGSN) (see specification page 7 lines 1 1-33 and 
Figure 3 steps 1 and 3). Similar problems occur in claim 46. 

Claims 21-35, 37, 38, 40-46, 47-52 and 54-61 are rejected because of 
their dependency on the rejected claim. 

The claims are rejected as best understood 
Claim Rejections - 35 USC § 102 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

5. Claims 20-22, 24, 26, 36, 37, 53, 54, and 58 are rejected under 35 
U.S.C. 102(a) as being anticipated by Greis et al (WO 01/86974). 

For claim 20, Greis discloses a method comprising: receiving an 
application level message (see page 11 lines 1-2; QoS is application specific) 
from a sender application process (see Figure 1 element 1 1 ; data bearer service 
manager) to an access network signaling process (see Figure 1 element 1 1 ; data 
bearer service manager and see page 10 line 32 to page 1 1 line 5; this may also 
be accomplished by the data bearer service manager); encapsulating said 
application level message in a signaling message of an access network (see 
page 1 1 lines 1-3 and lines 19-24; QoS is embedded in the message); and 
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transmitting said application level message to a network node by transmitting 
said signaling message (see Figure 3 step 1 ; PDP contest request), wherein said 
application level message comprises an indication of conditions to deliver the 
signaling message (see page 12 lines 7-9; QoS). 

For claims 21 and 54, Greis discloses a method wherein said sender 
process is performed in a mobile terminal coupled to said access network (see 
Figure 3). 

For claim 22 and 37 Greis discloses a method wherein said sender 
process is performed in an application server configured to provide a 
corresponding application (see page 15 lines 5-7, the mobile can be a laptop 
computer). 

For claims 24 and 56, Greis discloses a method wherein said indication 
comprises an indication of whether to deliver said signaling message when the 
QoS changes (see page 12 lines 7-9; QoS). 

For claims 26 and 58, Greis discloses a method wherein said 
encapsulated application level message is included in a PDP context (see page 
11 lines 19-24). 

Claims 36 and 53 are rejected for the same reasons as claim 20. 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art: are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art; to which 
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said subject matter pertains. Patentability sliall not be negatived by tlie manner in wliicli tlie 
invention was made. 

6. Claims 23, 25, 27-28, 38, 55, 57 and 59 are rejected under 35 U.S.C. 103 
(a) as being unpatentable over Greis in view of Dorenbosch et al (US 
2003/0217174). 

For claims 23 and 55, Greis discloses all the subject matter with the 
exception of wherein said indication comprises an address being one of a logical 
name, an IP address and a port number. However, Dorenbosch discloses a 
method wherein the signaling message included the mobile station's IP address 
(see Figure 2 step 205; MS_IP_add). Thus, it would have been obvious to the 
one skill in the art at the time of the invention to include an indication of the IP 
address for the purpose of identifying the station and communication. 

For claim 25 and 57, Greis discloses all the subject matter with the 
exception of wherein the method of implementing VOIP. However, Dorenbosch 
discloses a method that uses the SIP for establishing VOIP method (see [001 1] 
lines 4-9). Thus, it would have been obvious to the one skill in the art at the time 
of the Invention to add a SIP for the purpose of implementing VOIP that is 
cheaper than the landline connection. 

For claim 27 and 38, Greis discloses all the subject matter with the 
exception of wherein the application server is one of the group comprising a 
proxy call state control function, a push proxy server and an IMS. However, an 
official notice Is taken In that a server could be either proxy call state control 
function or push proxy server which functions are well known and expected. 
Thus, it would have been obvious to the one skill in the art at the time of the 
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invention to use a proxy call state control function for example instead of the 
server for the purpose of controlling and maintaining the calls. 

For claim 28 and 59, Greis further discloses that RSVP may be embedded 
in PDF context (see page 4 lines 22-28). Greis discloses all the subject matter 
with the exception of wherein PDP is embedded in anyone of SIP, RSVP and 
PPP signaling. However, an official notice is taken in that a process can be 
reversed. Thus, it would have been obvious to the one skill in the art at the time 
of the invention to reverse the process of embedding the RSVP in PDP context 
signaling by embedding PDP context signaling in the RSVP signaling for the 
purpose of exchanging the properties of each other protocol. 

Allowable Subject Matter 

7. Claims 29-35 and 60-61 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action 
and to include all of the limitations of the base claim and any intervening claims. 

8. Claims 39-52 and 62 would be allowable if rewritten or amended to 
overcome the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this 
Office action. 

Response to Argument 

9. Applicant's arguments with respect to the claims have been considered 

but are moot in view of the new ground(s) of rejection. 

1 0. In response to applicant argument in regard of allowable subject matter in 
page 17 of the Remarks, the examiner respectfully disagrees with the applicant 
because all the claims were rejected under 112, 2nd paragraph because of their 
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indefiniteness, ambiguity and vagueness that is why the examiner could not 
compare the claims to any prior art at that time. Also, there is no mentioning in 
the previous action that any claims were allowable. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

12. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

13. Examiner's Note: Examiner has cited particular columns and line 
numbers in the references applied to the claims above for the convenience of the 
applicant. Although the specified citations are representative of the teachings of 
the art and are applied to specific limitations within the individual claim, other 
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passages and figures may apply as well. It is respectfully requested from the 

applicant in preparing responses, to fully consider the references in entirety as 

potentially teaching all or part of the claimed invention, as well as the context of 

the passage as taught by the prior art or disclosed by the Examiner. In the case 

of amending the claimed invention, Applicant is respectfully requested to indicate 

the portion(s) of the specification which dictate(s) the structure relied on for 

proper interpretation and also to verify and ascertain the metes and bounds of 

the claimed invention. 

When responding to this office action, applicants are advised to clearly 

point out the patentable novelty which they think the claims present in view of the 

state of the art disclosed by the references cited or the objections made. 

Applicants must also show how the amendments avoid such references or 

objections. See 37C.F.R 1.111 (c). In addition, applicants are advised to provide 

the examiner with the line numbers and pages numbers in the application and/or 

references cited to assist examiner in locating the appropriate paragraphs. 

14. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hicham B. Foud whose telephone number is 
571-270-1463. The examiner can normally be reached on Monday - Friday 10-6 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor. Wing Chan can be reached on 571-272-7493. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
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free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Hicham B Foud/ 
Examiner, Art Unit 2419 
11/27/2008 

/Wing F. Chan/ 

Supervisory Patent Examiner, Art Unit 2419 



